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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Exteosions of time may be avalaWe under Ihe provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 

. FaiMr^torepty thenar extended period for reply v^ill. by statue, cause the applicaton to become ABANOCW^EO (35 OS C § 1 33). 
Any feply rSeived by the Office later than three months after the mailing date of this communication. rf timely filed, may reduce any 
earned patent temn at^usiment. See 37 CFR i ,704<b). 

Status 

I )H Responsive to communicatlon(s) filed on 19 April 200t 

2a)0 This action is FINAL. 2bM This action is non-final, 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 1 1 . 453 O.G. 21 3. 

Disposition of Claims 

4) K Claim(s) hM is/are pending in the application, 

4a) Of the above claim(s) is/are vwthdrawn from consideration. 

5) E Claim(s) 38 is/are allowed. 

6) 13 Claim(s)ii37ls/aire rejected. 

7) 0 Clalm(s) is/are objected to. 

8) 0 Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)ia The drawing(5) filed on 19 April 2001 is/are: a)S accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or dedaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) la NoUoe <rf References Oiled (PT0.892) 4) □ Interview Summary {PTO-413) 

2) □ Notice of Draftspefson-s Patent Drawing Review (PT0-94a) i-l Tr"fi /arrv.™ 
laj . ^-ii w»^r^ r^^r\ie^aina\ 5) M Notice of Informal Patent Appicstion {PTO-1 52) 

3) 13 Information Disdosure Statement(s} (PTO-1449 or PTO/SB/Oa) '^""^ 

Paper No(sVMaiI Date . 6) U Other . 
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Art Unit: 1746 

DETAILED ACnON 

Allowable Subject Matter 

Claim 38 is allowable over the prior art of record, because the prior art does not 
teach or fairly suggest a method to regulate power output of a fuel cell comprising: 
proving a fuel with a viscosity; providing a layer with a permeability through which 
said fuel must diffuse; and adjusting said viscosity and the permeability to regulate a 
rate of diffusion of fuel to the anode. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another fUed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 

1. Claims I 3-6,9 14-35 & 36-37 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Finkelshtain et al. U.S. Patent 6,554,877. 

The applied reference has a common assignment with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 



under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either 
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by a showing under 37 CFR L 132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not the 
invention "by another, " or by an appropriate showing under 37 CFR 1.131. 

Finkelshtain teaches an electrode for use in a fuel cell comprising a platinum 
and ruthenium catalyst, activated carbon substrate and hydrophilic carbon paper 
(claims 3,4,6 & 9; col. 5, lines 45-55). The electrode is employed in a fuel cell having the 
following: a fuel composition 24 contained within fuel chamber 22; an anode 20 having 
said catalyst and control layers, wherein the anode layer is in contact with the fuel 
composition contained within the fuel chamber; and cathode 14 in contact with and 
acts as barrier against leakage of electrolyte 16 (claims 14 & 35). The fuel cell also 
includes a switch 30 to selectively block and unblock flow from the fuel chamber to the 
anode (claim 36; col. 5, lines 59-68). The electrolyte is a proton exchange membrane 
(claim 16; col. 6, lines 10-20) or a 6M KOH solution (claims 18-23; col. 5, lines 40-55). 
The electrolyte is configured to transport ions from the anode to the cathode (claims 
15, 17coh 6, lines 1-7). The fuel composition used in the fuel cell comprises methanol 
(claims 31-32; col 6, lines 50-60), an electrolyte of 6 M KOH solution (claims 25-30; col 
6, lines 50-60) and optionally, ethylene glycol or glycerin (claim 34; col. 7, lines 20-30). 
The Examiner would like to point out that the ethylene glycol and glycerin are viscosity- 
controlling components (claims 33-34). Concerning claim 5, Finkelshtain teaches the 
employment of the same palladium catalyst as the subject invention therefore, the 
Examiner takes the position that the catalyst is inherently configured to catalyze 
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oxidation reactions. With respect to claims 24 & 37, the fuel of Finkelshtain has the 
same composition as Applicants therefore, the Examiner takes the position that the 
exhaust gases produced in the fuel cell are inherently soluble in the fuel composition. 
The limitation in claim 1, with respect to the gas diffusion control layer, is considered 
to be an inherent property of the electrode as set forth in the prior art, because 
Finkelshtain employs the same carbon material set forth by Applicant to function as 
the diffusion control layer. Therefore, the instant claims are anticipated by 
Finkelshtain. 



Clcdm Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international apphcation filed under the treaty defined in section 
35 1(a) shall hove the effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 

Claims 1& 3-8 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Finkelshtain et al. U.S. Pub. 2002/0076602. 



Application/Control Number: 09/837.278 Page 5 

Art Unit: 1746 

The applied reference has a common assignment with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either 
by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Finkelshtain teaches an electrode comprising a Pt/Fih catalyst layer coated on a 
carbon support diffusion control layer (claims 1, 3,4 & 6 ; 1195 & 101). The Pt catalyst is 
configured to catalyze oxidation reactions (claim 5; 116). The catalyst layer may be 
supported by a nickel mesh conductive substrate (claims 7 & 8 ; Example 1). 
Therefore, the instant claims are anticipated by Finkelshtain. 



acdm Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for potent published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on on application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of on application filed in the United 
States only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 
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Claims 1, 3, 5,6 ,9-1 1 & 14-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Inoue U.S. Patent 6,489,05 1 . 

Inoue teaches an electrode comprising a carbon fiber paper supporting a 
platinum catalyst (claims 1 & 9; col. 3, lines 20-60, claim 3). The electrode is employed 
in a fuel cell comprising a fuel composition contained within a fuel chamber (col. 4, 
lines 1-5 and Fig. 1); an anode having a catalytic layer and a diffusion control layer, 
said diffusion control layer interposed between said fuel chamber and said catalytic 
layer and in contact with said catalytic layer ; and a cathode (col. 3, lines 30-55, Fig. 1), 
addressing claims 14-17. The carbon paper is treated with polyvinyl alcohol (claims 
10-11). The platinum catalyst is supported by layers of carbon powder (claim 6). Inoue 
teaches the employment of the same palladium catalyst as the subject invention 
therefore, the Examiner takes the position that the catalyst is inherently configured to 
catalyze oxidation reactions (claim 5). The limitation in claim 10, with respect to 
hydrophilicity of the carbon support, is considered to be an inherent property of the 
electrode as set forth in the prior art, because Inoue employs the same polyvinyl 
alcohol material set forth by Applicant to impart hydrophilicity. Therefore, the instant 
claims are anticipated by Inoue. 
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acdm Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shcdl be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this covintry, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 1 & 13 are rejected under 35 U.S.C. 102(b) as being anticipated by Allen 
et al. U.S. Patent 5,300,206. 

Allen teaches a gas diffusion electrode comprising a catalyst layer and a 
microporous film in contact with said catalyst layer (col. 4, lines 1-15). Therefore, the 
instant claims are anticipated by Allen. 

2. Claims 1 & 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
DE 19544323, Published June 5, 1997. 

The reference teaches a gas diffusion electrode for a polymer electrolyte 
membrane fuel cell comprising a carbon fiber fleece diffusion layer contacting a 
catalytically active layer. See abstract. Therefore, it the instant claims are anticipated 
byDE 19544323. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicoDy disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art ore such that the subject matter as a whole would hove been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finkelshtain et al. U.S. Patent 6,554,877, as applied to claim 1 above. 

Finkelshtain substantially teaches the subject invention vTith the exception of 
supplying a second diffusion control layer on the catalytic layer. However, it would 
hove been obvious to one having ordinary skill in the art at the time the invention was 
made to add an additional diffusion control layer to the catalyst, since it has been held 
that mere duplication of the essential working parts of a device involves only routine 
skill in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. When employing 
multiple electrodes that are adjacent to each other, the catalyst layer of the bottom 
electrode will be circumscribed by two diffusion control layers; therefore, providing a 
catalyst layer sandwiched between a first and second diffusion control layer as 
necessitated by the instant claim. 
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Conclusions 



Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Monique Wills whose telephone number is 
(571) 272-1309. The Examiner can normally be reached on Monday-Friday from 
8:30am to 5:00 pm. 

If attempts to reach Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Randy Gulakowski, may be reached at 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you hove questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 17-9197 (toll-free). 



872-9306. 



Mw 




01/29/04 



BRUCE F. BELL 
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GROUP 1f«6» 



